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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-4, 6-9 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Valaskovic et al (US 5,788,1 66). 

Regarding claims 1 and 7-8, Valaskovic et al discloses (see Fig 3) a device for 
vapor phase deposition of a material onto a substrate (see column 1 , lines 8-10, for 
device disclosed by Valaskovic transforming the coating material to a gas phase) 
comprising a base (42), a metal or metal oxide cladding coating (layer 44) on the base; 
a reservoir (capillary with wall 43) defined by the base and the cladding, wherein the 
reservoir has an opening (tip 22); wherein the largest dimension of the opening is less 
than about 200 nm or 100 nm or 60 nm (see column 4, lines 55-63) and the material is 
disposed within the reservoir. 

As to claim 2, in Valaskovic et al a volume is removed from the base inside the 
cladding. 

With respect to claim 4, in Valaskovic et al the material is capable of being an 
organic material. 

As to claim 6, Valaskovic et al discloses gold cladding (see column 4, line 65). 
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Regarding claim 9, Valaskovic et al discloses a position control apparatus (items 
14 and 20; see Fig 1) attached to the base (12). 

As to claim 13, Valaskovic et al discloses (see Fig 2) an energy application 
apparatus (power supply through electrical contact 30) coupled to the base. 

3. Claims 1-2, 4, 6-8 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hsieh (US 5,969,353). 

As to claims 1 and 7-8, Hsieh discloses (see Fig 1) a device for vapor phase 
deposition of a material onto a substrate (electrospraying device transforming the 
coating material to a gas phase) comprising a base (tip 50), a metal or metal oxide 
cladding coating on the base; a reservoir defined by the base and the cladding (see Fig 
1 and column 3, lines 6-9), wherein the reservoir has an opening (63); wherein the 
largest dimension of the opening is less than about 200 nm or 1 00 nm or 60 nm (see 
column 3, lines 1-5) and the material is disposed within the reservoir . 

As to claim 2, in Hsieh a volume is removed from the base inside the cladding. 

With respect to claim 4, in Hsieh the material is capable of being an organic 
material. 

As to claim 6, Hsieh teaches gold cladding (see column 3, line 51). 
As to claim 13, Hsieh discloses (see Fig 1) an energy application apparatus (73) 
coupled to the base. 
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4. Claims 1 -2, 4 and 6-8 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Taylor et al (US 6,941,033). 

Regarding claims 1 and 7-8, Taylor et al discloses (see Fig 1 ) a device for vapor 
phase deposition of a material onto a substrate (see column 2, lines 53-61 ; Taylor et 
al's device handling fluid inside the hole of the device) comprising a base (fiber core), a 
metal or metal oxide cladding coating on the base; a reservoir (hole 14) defined by the 
base and the cladding, wherein the reservoir has an opening; and wherein the largest 
dimension of the opening is less than about 200 nm or 1 00 nm or 60 nm (see column 7, 
line 33 and claim 23) and the material is disposed within the reservoir. 

As to claim 2, in Taylor et al a volume is removed from the base inside the 
cladding. 

With respect to claim 4, in Taylor et al the material is capable of being an organic 
material. 

As to claim 6, Taylor et al discloses gold cladding (see column 8, line 65). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Valaskovic et al (US 5,788,166) as applied to claim 9 and further in view of lyoki 
(2002/0076184). 

Valaskovic et al discloses a device having a position control apparatus (see Fig 
1). A position control apparatus comprising a piezoelectric component is not taught in 
Valaskovic et al. However, it is well known in the art to use a piezoelectric element to 
control the positioning of a device relative to the target such as shown by lyoki (see 
items 4 and 22 of Fig 3). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to include a piezoelectric component to adjust the 
positioning of the device relative to the target. 

8. Claims 9 and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Taylor et al (US 6,941 ,033) as applied to claim 1 and further in view of lyoki 
(2002/0076184). 
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9. Taylor et al discloses a base comprising optical fiber and an energy (laser) 
application to an optical fiber (fiber probe) of the base (hole 12) to initiate the uptake of 
material (see column 2, lines 53-56). However, a light source optically connected to the 
optical fiber and position control apparatus comprising a piezoelectric component are 
not taught in Taylor et al. Yet, lyoki discloses (see Fig 3) a piezoelectric component (4 
and 22) for controlling the positioning of a tip of optical fiber and a laser source (53) in 
communication with the optical fiber (see Fig 6). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include a laser source in 
Taylor et al to detect the intensity of the light. It would have also been obvious to one of 
ordinary skill in the art at the time the invention was made to include a piezoelectric 
component to adjust the positioning of the device relative to the target. 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Wood et al (US 6,670,607) teaches nano-spray emitter using 
laser pulling techniques (see column 4, lines 30-42). 



Response to Arguments 

1 1 . Applicant's arguments filed 12/08/2008 have been fully considered but they are 
not persuasive. Applicants contend that none of the references cited discloses a device 
for vapor phase deposition of material on the substrate; as explained in the rejection 
above. The devices disclosed by Valaskovic and Hsieh disclose devices in which 
solutions are transformed to gas phase (which is considered to be vapor). Applicants' 
disclosure teaches (see paragraph 20, pages 7-8) wherein energy is applied to the 
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deposition apparatus so material is ejected onto a substrate in similar manner as 
Valaskovic and Hsieh's devices wherein high voltage is applied to electrospray the 
material onto the substrate in a gas (vapor) phase. Taylor et al also discloses a device 
handling fluid (liquid or gas) delivery of material. 

It is noted that the limitations added to claim 1 do not add structure to the claimed 
apparatus. The added limitations are intended use of the apparatus. 

Additionally, a claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus shows all of the structural 
limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 
Furthermore, "expressions relating the apparatus to contents thereof during an intended 
operation are of no significance in determining patentability of the apparatus claim." Ex 
parte Thibault, 164 USPQ 666,667 (Bd. App. 1969). Thus, the "inclusion of material or 
article worked upon does not impart patentability to the claims." In re Young, 75 F.2d 
966, 25 USPQ 69 (CCPA 1935) (as restated in In re Otto, 312 F.2d 937, 136 (USPQ 
458, 459 (CCPA 1963)). In this case, the inclusion of the material does not impart 
patentability to the claims. 

In any event the references cited above disclose a gas/vapor phase deposition of 
the materials. 

For at least the reasons described above the examiner maintains the rejections 
of Valaskovic, Hsieh and Taylor et al alone and/or in combination with other. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YEWEBDAR T. TADESSE whose telephone number is 
(571)272-1238. The examiner can normally be reached on Monday-Friday 8:00 AM - 
4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on (571) 272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Yewebdar T Tadesse/ 
Primary Examiner, Art Unit 1792 



